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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claims 1 : It is unclear the "Hidden Markov Models" is used to 
selectively process the print request or is used to remove the handwritten text. 

Claims 2, 3 are rejected under 35 U.S.C. 112, second paragraph because it 
depends on rejected claim 1 . 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 4, 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bloomberg (US 5,181,255) in view of Nathan et al (US 6,567,548). 

Regarding claim 1 : Bloomberg teaches a system (fig. 1 A) for printing documents 
(fig. 7A), comprising: means (103, column 5, lines 45-50) for generating digital 
documents having handwritten text and machine printed text (fig. 7A) and for generating 
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a request (the signal sent form 103 to computer 106 that would activated the computer 
to process the scanned image, column 5, lines 55-65) to print (printer, column 6, lines 1- 
5) at least one of the digital document; an intelligent printing control interface (computer 
106, column 5, lines 55-65) connected to the means for generating which receives the 
request and selectively (column 6, lines 7-20) processes the request to remove the 
handwritten text (fig. 7A to fig. 71); and means (printer, column 6, line 3) connected to 
the intelligent printing control interface for printing the selectively processed request. 

Bloomberg also teach the step of removing the handwritten text is to recognize 
the handwritten text (column 6, lines 57-61) from the machine printed text. 

Bloomberg does not teach to recognize the handwritten text using Hidden 
Markov Models. 

Nathan, in the same area of recognizing hand written text, teaches that 
recognizing hand written text using Hidden Markov Model (column 3, lines 45-65, 
column 6, lines 54-57) is well known in the art; and to separate the recognized hand 
written text from other image data in the document (column 6, lines 37-47) and to 
remove unwanted images. 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified Bloomberg to include: to recognize 
and separate the handwritten text from other images (non hand written images) such 
that the recognized hand written can be removed. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Bloomberg by the teaching of Nathan because 
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of the following reasons: (a) using HMM method of recognizing hand written text is well 
known in the art as taught by Nathan, column 6, lines 54-56); and (b) using a well 
known method would ensure accuracy and reliable of the system because a well known 
method is being experience by many users and lots of improvement from the 
accumulated experience. 

Regarding claim 4: Bloomberg teaches a system (fig. 1 A) for copying documents 
(fig. 7A), comprising: a scanner (103, column 5, lines 45-50) for generating a digital 
document having handwritten text and machine printed text (fig. 7A) and for generating 
a request (the signal sent form 103 to computer 106 that would activated the computer 
to process the scanned image, column 5, lines 55-65) to print (printer, column 6, lines 1- 
5) the digital document; an intelligent printing control interface (computer 106, column 5, 
lines 55-65) connected to the scanner which receives the request and selectively 
(column 6, lines 7-20) processes the request to remove the handwritten text (fig. 7A to 
fig. 71); and a printer (printer, column 6, line 3) connected to the intelligent printing 
control interface for printing the selectively processed request. 

Bloomberg also teach the step of removing the handwritten text is to recognize 
the handwritten text (column 6, lines 57-61 ) from the machine printed text. 

Bloomberg does not teach to recognize the handwritten text using Hidden 
Markov Models. 

Nathan, in the same area of recognizing hand written text, teaches that 
recognizing hand written text using Hidden Markov Model (column 3, lines 45-65, 
column 6, lines 54-57) is well known in the art; and to separate the recognized hand 



Application/Control Number: 09/781 ,529 Page 5 

Art Unit: 2624 

written text from other image data in the document (column 6, lines 37-47) and to 
remove unwanted images. 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified Bloomberg to include: to recognize 
and separate the handwritten text from other images (non hand written images) such 
that the recognized hand written can be removed. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Bloomberg by the teaching of Nathan because 
of the following reasons: (a) using HMM method of recognizing hand written text is well 
known in the art as taught by Nathan, column 6, lines 54-56); and (b) using a well 
known method would ensure accuracy and reliable of the system because a well known 
method is being experience by many users and lots of improvement from the 
accumulated experience. 

Regarding claim 14: Bloomberg teaches method for copying and printing 
documents, (column* 6,lines 1-6) comprising the steps of: generating a digital image 
(column 5, lines 45-55) of a document having both handwritten text and machine printed 
text (fig. 7A); generating (the signal sent form 103 to computer 106 that would activated 
the computer to process the scanned image, column 5, lines 55-65) a request to print 
the digital image; processing the request to selectively remove the handwritten text 
(column 6, lines 7-20); and transmitting (column 6, lines 1-5) the selectively processed 
request to a printer for printing thereof. 
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Bloomberg also teach the step of removing the handwritten text is to recognize 
the handwritten text (column 6, lines 57-61) from the machine printed text. 

Bloomberg does not teach to recognize the handwritten text using Hidden 
Markov Models. 

Nathan, in the same area of recognizing hand written text, teaches that 
recognizing hand written text using Hidden Markov Model (column 3, lines 45-65, 
column 6, lines 54-57) is well known in the art; and to separate the recognized hand 
written text from other image data in the document (column 6, lines 37-47) and to 
remove unwanted images. 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified Bloomberg to include: to recognize 
and separate the handwritten text from other images (non hand written images) such 
that the recognized hand written can be removed. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Bloomberg by the teaching of Nathan because 
of the following reasons: (a) using HMM method of recognizing hand written text is well 
known in the art as taught by Nathan, column 6, lines 54-56); and (b) using a well 
known method would ensure accuracy and reliable of the system because a well known 
method is being experience by many users and lots of improvement from the 
accumulated experience. 
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3. Claims 2, 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bloomberg in view of Nathan et al. as applied to claims 1, 4 above, and further in view 
of Kodaira et al (US 6,043,823). 

Regarding claims 2, 5: Bloomberg teaches wherein the intelligent printing control 
interface further comprises: a virtual printer driver (the software/hardware, column 1 1 , 
lines 35-40, for receiving image data/signals from scanner 013, fig. 1A) for receiving the 
request; and a handwriting separation module (the software/hardware, column 11, lines 
35-40, that identifies the hand written text such that either the hand written text or the 
machine printed text are removed) for selectively processing the request, under control 
of the printing control software/hardware, to remove the handwritten text. 

Although a printing control panel for user input are well known in the art to be 
used with a computer, Bloomberg does not such a printing control panel for determining 
whether to process the request in a way that the handwritten separation module can 
selectively processing the request, to remove the handwritten text. 

Kodaira, in the same area of using a processor of identifying and removing hand 
written pattern (column 14, lines 60-67, column 15, lines 1-5) teaches a printing control 
panel (106, column 6, lines 40-50, column 14, lines 50-60) for determining whether to 
process a print request in a way that a handwritten separation module (103, 104, 
column 14, lines 40-50) can selectively processing the request, to remove a handwritten 
pattern. 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified Bloomberg to include: a printing 
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control panel for determining whether to process the request in a way that the 
handwritten separation module can selectively processing the request, to remove the 
handwritten text. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Bloomberg by the teaching of Kodaira 
because of the following reasons: (a) it would have allowed users to program the 
computer to select whether to remove the handwritten text; and (b) since most computer 
requires user's input/program-including Bloomberg's computer, it would have allowed 
Bloomberg's system to be completed and operable. 

Allowable Subject Matter 

4. Claims 7-1 3 are allowed. 

3. Claims 6, 15 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

4. Applicant's arguments filed 1 1/3/2004 have been fully considered but they are 
not persuasive. 
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5. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the use of Hidden Markov Models to identify machine text portions and hand 
written annotations) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181 , 26 USPQ2d 1057 (Fed. Cir. 1993). 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Conclusion 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to King Y. Poon whose telephone number is (571 ) 272- 
7440. 
3/25/05 




KING Y. POON 
PRIMARY EXAMINER 



